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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party has filed a petition to cancel the registration indicated below.

Petitioner Information

Name C.P.C. Creative Perfume Company Holding SA

Entity SOCIÃ#TÃ# ANONYME
(SA)

Citizenship Switzerland

Address Rue du Mont-de-Sion 8,
c/o Lenhill Partners SA
GenÃ¨ve, CH-1206
SWITZERLAND

Attorney informa-
tion

Howard W. Kline
Nath, Goldberg & Meyer
112 S. West Street
Alexandria, VA 22314
UNITED STATES
jgoldberg@nathlaw.com, hkline@nathlaw.com, tm@nathlaw.com
703-548-6284

Registration Subject to Cancellation

Registration No. 2705012 Registration date 04/08/2003

Registrant DO NOT DISTURB, INC.
STE 103 PMB 360
5665 ATLANTA HIGHWAY
ALPHARETTA, GA 30004
UNITED STATES

Goods/Services Subject to Cancellation

Class 003. First Use: 2000/01/01 First Use In Commerce: 2000/03/06
All goods and services in the class are subject to cancellation, namely: Heated mittens and booties
for cosmeticpurposes to be used with aromatherapy oils and scents

Grounds for Cancellation

Abandonment Trademark Act Section 14(3)

Attachments Petition for Cancellation.pdf(5074406 bytes )

Signature /Howard W. Kline/

Name Howard W. Kline

Date 03/05/2020
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of Registration No. 2,705,012 
Registered on April 8, 2003 
For the mark “DO NOT DISTURB” 
---------------------------------------------------------------- 
C.P.C. CREATIVE PERFUME COMPANY            ) 
HOLDING SA                )      
       ) 

  Petitioner,  ) 
    ) 

v.      )  Cancellation No. _______________ 
       ) 
DO NOT DISTURB, INC.    ) 
       ) 

   Respondent.   ) 
---------------------------------------------------------------- 
 

PETITION FOR CANCELLATION 
 

 Petitioner, C.P.C. Creative Perfume Company Holding SA (“Petitioner”), a Switzerland 

Société Anonyme (SA), having  a principal place of business at Rue du Mont-de-Sion 8, c/o Lenhill 

Partners SA, CH-1206 Genève, SWITZERLAND, believes it is and will continue to be damaged 

by U.S. Trademark Registration No. 2,705,012 for the mark DO NOT DISTURB, and hereby 

petitions to cancel this registration pursuant to Section 14(3) of the Trademark Act, 15 U.S.C. 

§1064(3). 

Respondent’s Registration 

1. Upon information and belief, Respondent, Do Not Disturb, Inc. (“Respondent”) is 

the owner of record of U.S. Trademark Registration No. 2,705,012 for the mark DO NOT 

DISTURB (“Respondent’s Registration”), for the following Class 3 goods, “Heated mittens and 

booties for cosmetic purposes to be used with aromatherapy oils and scents.” 

2. Upon information and belief, Respondent was a Georgia corporation having an 

address of STE 103 PMB 360 5665 ATLANTA HIGHWAY ALPHARETTA, GEORGIA 30004.   
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3. Upon information and belief, Respondent’s listed email addresses are: 

mary@dodisturb.com and customerservice@dodisturb.com.  

4. Upon information and belief, Respondent’s Registration results from U.S. 

Trademark Application Serial No. 75/898,549, filed January 19, 2000, and registered on April 8, 

2003. Respondent’s Registration is based on use of the mark in commerce in the United States.   

5. Upon information and belief, Respondent’s Registration was maintained by filing 

a Declaration of Use and Incontestability on April 21, 2008, and a combined Declaration of Use 

and Renewal Application on March 6, 2013.  Respondent’s Registration is the subject of this 

petition.  

Petitioner’s Application and Standing 

6. On May 8, 2019, Petitioner filed U.S. Trademark Application Serial No. 

79/264,321 (“Petitioner’s Application”), based upon Section 66(a), 15 U.S.C. §1141(f), with the 

United States Patent and Trademark Office (“USPTO”), with a priority date of March 29, 2019, 

for registration of DO NOT DISTURB, on the Principal Register, for the following goods: “Amber 

[perfume]; aromatics [essential oils]; air fragrancing preparations; cake flavorings [essential oils]; 

flavorings for beverages [essential oils]; food flavorings [essential oils]; breath freshening sprays; 

balms, other than for medical purposes; lip glosses; sachets for perfuming linen; scented water; 

Javelle water; lavender water; toilet water; depilatory wax; mustache wax; massage gels, other 

than for medical purposes; heliotropine; make-up; deodorants for pets; deodorants for human 

beings or for animals; depilatory preparations; air fragrance reed diffusers; scented wood; 

perfumes; perfumery; decorative transfers for cosmetic purposes; ionone [perfumery]; eyebrow 

pencils; cosmetic pencils; adhesives for affixing false eyelashes; adhesives for affixing false hair; 

hair conditioners; beard dyes; cosmetic dyes; cosmetic creams; skin whitening creams; incense; 



3 
 

hair spray; nail polish; hair lotions; lotions for cosmetic purposes; after-shave lotions; beauty 

masks; oils for perfumes and scents; oils for cosmetic purposes; oils for toilet purposes; essential 

oils; essential oils of cedarwood; essential oils of lemon; essential oils of citron; oils for cleaning 

purposes; bergamot oil; gaultheria oil; jasmine oil; lavender oil; almond oil; rose oil; almond milk 

for cosmetic purposes; cleansing milk for toilet purposes; musk [perfumery]; deodorant soap; 

shaving soap; soap for brightening textile; cakes of toilet soap; antiperspirant soap; soap for foot 

perspiration; soap; almond soap; mint for perfumery; cosmetic kits; eau de Cologne; bases for 

flower perfumes; joss sticks; dentifrices; lipstick cases; breath freshening strips; teeth whitening 

strips; lipsticks; pomades for cosmetic purposes; shaving preparations; cosmetic preparations for 

baths; bath preparations, not for medical purposes; hair straightening preparations; hair waving 

preparations; color-removing preparations; leather bleaching preparations; mouthwashes, not for 

medical purposes; cosmetic preparations for slimming purposes; make-up removing preparations; 

nail care preparations; collagen preparations for cosmetic purposes; aloe vera preparations for 

cosmetic purposes; sunscreen preparations; breath freshening preparations for personal hygiene; 

make-up powder; nail varnish removers; vaginal washes for personal sanitary or deodorant 

purposes; tissues impregnated with cosmetic lotions; tissues impregnated with make-up removing 

preparations; massage candles for cosmetic purposes; potpourris [fragrances]; bath salts, not for 

medical purposes; fumigation preparations [perfumes]; astringents for cosmetic purposes; 

eyebrow cosmetics; make-up preparations; sun-tanning preparations [cosmetics]; hair dyes; 

neutralizers for permanent waving; cosmetic preparations for eyelashes; cosmetic preparations for 

skin care; cosmetics; cosmetics for children; cosmetics for animals; mascara; cleansers for intimate 

personal hygiene purposes, non medicated; douching preparations for personal sanitary or 

deodorant purposes [toiletries]; bleaching preparations [decolorants] for cosmetic purposes; 
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antiperspirants [toiletries]; toiletry preparations; phytocosmetic preparations; talcum powder, for 

toilet use; terpenes [essential oils]; henna [cosmetic dye]; shampoos for animals [non-medicated 

grooming preparations]; shampoos for pets [non-medicated grooming preparations]; dry 

shampoos; shampoos; herbal extracts for cosmetic purposes; extracts of flowers [perfumes]; 

ethereal essences; badian essence; mint essence [essential oil]” in International Class 3; and 

“Nightlights [candles]; perfumed candles; Christmas tree candles; candles” in International Class 

4.  

7. On September 18, 2019, Petitioner’s Application was refused registration by the 

USPTO Examining Attorney based, in part, on an asserted likelihood of confusion with 

Respondent’s Registration under Section 2(d) of the Trademark Act. Printouts of Petitioner’s 

Application record from TSDR and the Office Action are attached hereto as Exhibit A.  

8. Petitioner has standing with respect to its Section 14 claim because Petitioner’s 

Application has been refused registration based upon the Examining Attorney’s assertion of a 

likelihood of confusion with Respondent’s Registration.   

Abandonment of Respondent’s Registration 

9. Petitioner repeats and realleges each and every allegation set forth in Paragraphs 1 

through 8. 

10. Upon information and belief, Do Not Disturb, Inc., a Georgia corporation 

(“Respondent”), was formed on March 6, 2000.  

11. Upon information and belief, Respondent has abandoned use of the mark DO NOT 

DISTURB, shown in Respondent’s Registration, pursuant to Section 14(3), 15 U.S.C. §1064(3).   

12. Upon information and belief, Respondent is not currently using the mark DO NOT 

DISTURB in connection with the goods listed in Respondent’s Registration. 
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13. Upon information and belief, Respondent discontinued use of the DO NOT 

DISTURB mark, shown in Respondent’s Registration, at least as early as October 2016.  

14. Upon information and belief, Respondent was administratively dissolved on May 

30, 2010 for failure to file an annual registration. Printouts of the Georgia Corporations Division 

Business Search Record and Certificate of Administrative Dissolution/Revocation are attached 

hereto as Exhibit B.  

15. Upon information and belief, Respondent received a Certificate of Reinstatement 

on January 28, 2013. Printouts of the Georgia Corporations Division Business Search Record and 

Certificate of Reinstatement are attached hereto as Exhibit C.   

16. Upon information and belief, Respondent is no longer an active corporation in the 

state of Georgia and has made no filings with the state of Georgia since 2013.  

17. Upon information and belief, Respondent is no longer in business.  

18. Upon information and belief, Respondent’s domain name (www.dodisturb.com) 

has been inactive since at least as early as October 2016.  

19. Upon information and belief, Respondent’s domain name (www.dodisturb.com) 

has been abandoned and is no longer owned by Respondent. A website printout is attached hereto 

as Exhibit D.  

20. Upon information and belief, Respondent’s U.S. Trademark Registration No. 

3,037,630, for the mark DO NOT DISTURB, in connection with “All purpose cotton swabs for 

personal use, essential oils for personal use, personal deodorants, sachets, body creams, body oils, 

body lotions, body exfoliates, massage oils, bath gels, bath soap bars, bath salts and body powder” 

in Class 3, was cancelled on August 5, 2016, due to a failure to file a combined Declaration of Use 
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and Renewal Application with the USPTO by July 3, 2016. Printouts of the application record 

from TSDR and the Registration Certificate are attached hereto as Exhibit E. 

21. Upon information and belief, Respondent has no intent to resume use of 

Respondent’s Registration in commerce, in connection with the goods identified in Respondent’s 

Registration.  

Damage to Petitioner and Request for Relief 

22. In view of Respondent’s abandonment of Respondent’s Registration, Respondent 

is not entitled to continued registration of the mark pursuant to Section 14(3) of the Trademark 

Act, 15 U.S.C. §1064(3), and, as such, Respondent’s Registration should be canceled.   

23. If Respondent’s Registration is not canceled, such registration may continue to 

block the registration of Petitioner’s Application. Such continued registration would be a source 

of damage and injury to Petitioner and the purchasing public.   

WHEREFORE, Petitioner prays that the Petition for Cancellation be granted, and that U.S. 

Trademark Registration No. 2,705,012 be canceled. 

Respectfully submitted, 

Date: March 5, 2020                
       Joshua B. Goldberg  
       Howard W. Kline  
       Nath, Goldberg & Meyer 
       112 S. West Street 
       Alexandria, VA 22314 
       (703) 548-6284 (phone) 
       (703) 683-8396 (facsimile) 

Email: jgoldberg@nathlaw.com, 
hkline@nathlaw.com, tm@nathlaw.com  

       Attorneys for Petitioner 
       C.P.C. Creative Perfume Company  

Holding SA 
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Mark Information

Mark Literal
Elements:

DO NOT DISTURB

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Related Properties Information

International
Registration

Number:

1480354

International
Registration Date:

May 08, 2019

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Amber [perfume]; aromatics [essential oils]; air fragrancing preparations; cake flavorings [essential oils]; flavorings for beverages
[essential oils]; food flavorings [essential oils]; breath freshening sprays; balms, other than for medical purposes; lip glosses; sachets
for perfuming linen; scented water; Javelle water; lavender water; toilet water; depilatory wax; mustache wax; massage gels, other than
for medical purposes; heliotropine; make-up; deodorants for pets; deodorants for human beings or for animals; depilatory preparations;
air fragrance reed diffusers; scented wood; perfumes; perfumery; decorative transfers for cosmetic purposes; ionone [perfumery];
eyebrow pencils; cosmetic pencils; adhesives for affixing false eyelashes; adhesives for affixing false hair; hair conditioners; beard
dyes; cosmetic dyes; cosmetic creams; skin whitening creams; incense; hair spray; nail polish; hair lotions; lotions for cosmetic
purposes; after-shave lotions; beauty masks; oils for perfumes and scents; oils for cosmetic purposes; oils for toilet purposes; essential
oils; essential oils of cedarwood; essential oils of lemon; essential oils of citron; oils for cleaning purposes; bergamot oil; gaultheria oil;
jasmine oil; lavender oil; almond oil; rose oil; almond milk for cosmetic purposes; cleansing milk for toilet purposes; musk [perfumery];
deodorant soap; shaving soap; soap for brightening textile; cakes of toilet soap; antiperspirant soap; soap for foot perspiration; soap;
almond soap; mint for perfumery; cosmetic kits; eau de Cologne; bases for flower perfumes; joss sticks; dentifrices; lipstick cases;
breath freshening strips; teeth whitening strips; lipsticks; pomades for cosmetic purposes; shaving preparations; cosmetic preparations
for baths; bath preparations, not for medical purposes; hair straightening preparations; hair waving preparations; color-removing
preparations; leather bleaching preparations; mouthwashes, not for medical purposes; cosmetic preparations for slimming purposes;
make-up removing preparations; nail care preparations; collagen preparations for cosmetic purposes; aloe vera preparations for
cosmetic purposes; sunscreen preparations; breath freshening preparations for personal hygiene; make-up powder; nail varnish
removers; vaginal washes for personal sanitary or deodorant purposes; tissues impregnated with cosmetic lotions; tissues impregnated
with make-up removing preparations; massage candles for cosmetic purposes; potpourris [fragrances]; bath salts, not for medical
purposes; fumigation preparations [perfumes]; astringents for cosmetic purposes; eyebrow cosmetics; make-up preparations; sun-

Generated on: This page was generated by TSDR on 2020-03-05 09:27:12 EST

Mark: DO NOT DISTURB

US Serial Number: 79264321 Application Filing
Date:

May 08, 2019

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/APPLICATION/Under Examination

The trademark application has been accepted by the Office (has met the
minimum filing requirements) and that this application has been assigned to
an examiner.

Status: A non-final Office action has been sent (issued) to the applicant. This is a letter from the examining attorney requiring additional
information and/or making an initial refusal. The applicant must respond to this Office action. To view all documents in this file, click on
the Trademark Document Retrieval link at the top of this page.

Status Date: Sep. 18, 2019



tanning preparations [cosmetics]; hair dyes; neutralizers for permanent waving; cosmetic preparations for eyelashes; cosmetic
preparations for skin care; cosmetics; cosmetics for children; cosmetics for animals; mascara; cleansers for intimate personal hygiene
purposes, non medicated; douching preparations for personal sanitary or deodorant purposes [toiletries]; bleaching preparations
[decolorants] for cosmetic purposes; antiperspirants [toiletries]; toiletry preparations; phytocosmetic preparations; talcum powder, for
toilet use; terpenes [essential oils]; henna [cosmetic dye]; shampoos for animals [non-medicated grooming preparations]; shampoos for
pets [non-medicated grooming preparations]; dry shampoos; shampoos; herbal extracts for cosmetic purposes; extracts of flowers
[perfumes]; ethereal essences; badian essence; mint essence [essential oil]

International
Class(es):

003 - Primary Class U.S Class(es): 001, 004, 006, 050, 051, 052

Class Status: ACTIVE

Basis: 66(a)

For: Nightlights [candles]; perfumed candles; Christmas tree candles; candles

International
Class(es):

004 - Primary Class U.S Class(es): 001, 006, 015

Class Status: ACTIVE

Basis: 66(a)

Basis Information (Case Level)

Filed Use: No Currently Use: No

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: Yes

Filed 66A: Yes Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: C.P.C. Creative Perfume Company Holding SA

Owner Address: Rue du Mont-de-Sion 8,
c/o Lenhill Partners SA
CH-1206 Genève, SWITZERLAND

Legal Entity Type: SOCIÉTÉ ANONYME (SA) State or Country
Where Organized:

SWITZERLAND

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Joshua B. Goldberg Docket Number: 63297

Attorney Primary
Email Address:

jgoldberg@nathlaw.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Joshua B. Goldberg
Nath, Goldberg & Meyer
112 S. West Street
Alexandria, VIRGINIA UNITED STATES 22314

Phone: 703-548-6284 Fax: 703-683-8396

Correspondent e-
mail:

jgoldberg@nathlaw.com docketing@nathlaw.com
hkline@nathlaw.com

Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

Joshua B. Goldberg Phone: 703-548-6284

Fax: 703-683-8396

Domestic
Representative e-

mail:

jgoldberg@nathlaw.com Domestic
Representative e-
mail Authorized:

No

Prosecution History



Date Description
Proceeding
Number

Jan. 17, 2020 CORRECTION FROM IB ENTERED - NO REVIEW REQUIRED 67445

Jan. 09, 2020 CORRECTION TRANSACTION RECEIVED FROM IB

Oct. 22, 2019 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

Oct. 22, 2019 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

Oct. 05, 2019 REFUSAL PROCESSED BY IB

Sep. 19, 2019 NON-FINAL ACTION MAILED - REFUSAL SENT TO IB

Sep. 18, 2019 REFUSAL PROCESSED BY MPU 74217

Aug. 17, 2019 NON-FINAL ACTION (IB REFUSAL) PREPARED FOR REVIEW

Aug. 16, 2019 NON-FINAL ACTION WRITTEN 92560

Aug. 13, 2019 APPLICATION FILING RECEIPT MAILED

Aug. 09, 2019 ASSIGNED TO EXAMINER 92560

Aug. 09, 2019 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Aug. 01, 2019 SN ASSIGNED FOR SECT 66A APPL FROM IB

International Registration Information (Section 66a)

International
Registration

Number:

1480354 International
Registration Date:

May 08, 2019

Priority Claimed
Flag:

Yes Date of Section 67
Priority Claim:

Mar. 29, 2019

Intl. Registration
Status:

REQUEST FOR EXTENSION OF PROTECTION
PROCESSED

Date of
International
Registration

Status:

Aug. 01, 2019

Notification of
Designation Date:

Aug. 01, 2019 Date of Automatic
Protection:

Jul. 09, 2021

International
Registration

Renewal Date:

May 08, 2029

First Refusal Flag: Yes

TM Staff and Location Information

TM Staff Information

TM Attorney: GAGLIARDI, JEANINE Law Office
Assigned:

LAW OFFICE 120

File Location

Current Location: TMO LAW OFFICE 120 - EXAMINING
ATTORNEY ASSIGNED

Date in Location: Aug. 16, 2019



 

Mark Information

Mark Literal
Elements:

DO NOT DISTURB

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Related Properties Information

International
Registration

Number:

1480354

International
Registration Date:

May 08, 2019

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Amber [perfume]; aromatics [essential oils]; air fragrancing preparations; cake flavorings [essential oils]; flavorings for beverages
[essential oils]; food flavorings [essential oils]; breath freshening sprays; balms, other than for medical purposes; lip glosses; sachets
for perfuming linen; scented water; Javelle water; lavender water; toilet water; depilatory wax; mustache wax; massage gels, other than
for medical purposes; heliotropine; make-up; deodorants for pets; deodorants for human beings or for animals; depilatory preparations;
air fragrance reed diffusers; scented wood; perfumes; perfumery; decorative transfers for cosmetic purposes; ionone [perfumery];
eyebrow pencils; cosmetic pencils; adhesives for affixing false eyelashes; adhesives for affixing false hair; hair conditioners; beard
dyes; cosmetic dyes; cosmetic creams; skin whitening creams; incense; hair spray; nail polish; hair lotions; lotions for cosmetic
purposes; after-shave lotions; beauty masks; oils for perfumes and scents; oils for cosmetic purposes; oils for toilet purposes; essential
oils; essential oils of cedarwood; essential oils of lemon; essential oils of citron; oils for cleaning purposes; bergamot oil; gaultheria oil;
jasmine oil; lavender oil; almond oil; rose oil; almond milk for cosmetic purposes; cleansing milk for toilet purposes; musk [perfumery];
deodorant soap; shaving soap; soap for brightening textile; cakes of toilet soap; antiperspirant soap; soap for foot perspiration; soap;
almond soap; mint for perfumery; cosmetic kits; eau de Cologne; bases for flower perfumes; joss sticks; dentifrices; lipstick cases;
breath freshening strips; teeth whitening strips; lipsticks; pomades for cosmetic purposes; shaving preparations; cosmetic preparations
for baths; bath preparations, not for medical purposes; hair straightening preparations; hair waving preparations; color-removing
preparations; leather bleaching preparations; mouthwashes, not for medical purposes; cosmetic preparations for slimming purposes;
make-up removing preparations; nail care preparations; collagen preparations for cosmetic purposes; aloe vera preparations for
cosmetic purposes; sunscreen preparations; breath freshening preparations for personal hygiene; make-up powder; nail varnish
removers; vaginal washes for personal sanitary or deodorant purposes; tissues impregnated with cosmetic lotions; tissues impregnated
with make-up removing preparations; massage candles for cosmetic purposes; potpourris [fragrances]; bath salts, not for medical
purposes; fumigation preparations [perfumes]; astringents for cosmetic purposes; eyebrow cosmetics; make-up preparations; sun-
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Mark: DO NOT DISTURB

US Serial Number: 79264321 Application Filing
Date:

May 08, 2019
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The trademark application has been accepted by the Office (has met the
minimum filing requirements) and that this application has been assigned to
an examiner.

Status: A non-final Office action has been sent (issued) to the applicant. This is a letter from the examining attorney requiring additional
information and/or making an initial refusal. The applicant must respond to this Office action. To view all documents in this file, click on
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tanning preparations [cosmetics]; hair dyes; neutralizers for permanent waving; cosmetic preparations for eyelashes; cosmetic
preparations for skin care; cosmetics; cosmetics for children; cosmetics for animals; mascara; cleansers for intimate personal hygiene
purposes, non medicated; douching preparations for personal sanitary or deodorant purposes [toiletries]; bleaching preparations
[decolorants] for cosmetic purposes; antiperspirants [toiletries]; toiletry preparations; phytocosmetic preparations; talcum powder, for
toilet use; terpenes [essential oils]; henna [cosmetic dye]; shampoos for animals [non-medicated grooming preparations]; shampoos for
pets [non-medicated grooming preparations]; dry shampoos; shampoos; herbal extracts for cosmetic purposes; extracts of flowers
[perfumes]; ethereal essences; badian essence; mint essence [essential oil]

International
Class(es):

003 - Primary Class U.S Class(es): 001, 004, 006, 050, 051, 052

Class Status: ACTIVE

Basis: 66(a)

For: Nightlights [candles]; perfumed candles; Christmas tree candles; candles

International
Class(es):

004 - Primary Class U.S Class(es): 001, 006, 015

Class Status: ACTIVE

Basis: 66(a)

Basis Information (Case Level)

Filed Use: No Currently Use: No

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: Yes

Filed 66A: Yes Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: C.P.C. Creative Perfume Company Holding SA

Owner Address: Rue du Mont-de-Sion 8,
c/o Lenhill Partners SA
CH-1206 Genève, SWITZERLAND

Legal Entity Type: SOCIÉTÉ ANONYME (SA) State or Country
Where Organized:

SWITZERLAND

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Joshua B. Goldberg Docket Number: 63297

Attorney Primary
Email Address:

jgoldberg@nathlaw.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Joshua B. Goldberg
Nath, Goldberg & Meyer
112 S. West Street
Alexandria, VIRGINIA UNITED STATES 22314

Phone: 703-548-6284 Fax: 703-683-8396

Correspondent e-
mail:

jgoldberg@nathlaw.com docketing@nathlaw.com
hkline@nathlaw.com

Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

Joshua B. Goldberg Phone: 703-548-6284

Fax: 703-683-8396

Domestic
Representative e-

mail:

jgoldberg@nathlaw.com Domestic
Representative e-
mail Authorized:

No

Prosecution History
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Number

Jan. 17, 2020 CORRECTION FROM IB ENTERED - NO REVIEW REQUIRED 67445

Jan. 09, 2020 CORRECTION TRANSACTION RECEIVED FROM IB
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Oct. 05, 2019 REFUSAL PROCESSED BY IB
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Sep. 18, 2019 REFUSAL PROCESSED BY MPU 74217

Aug. 17, 2019 NON-FINAL ACTION (IB REFUSAL) PREPARED FOR REVIEW

Aug. 16, 2019 NON-FINAL ACTION WRITTEN 92560
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Aug. 09, 2019 ASSIGNED TO EXAMINER 92560

Aug. 09, 2019 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Aug. 01, 2019 SN ASSIGNED FOR SECT 66A APPL FROM IB

International Registration Information (Section 66a)
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Registration

Number:

1480354 International
Registration Date:

May 08, 2019
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Flag:

Yes Date of Section 67
Priority Claim:

Mar. 29, 2019

Intl. Registration
Status:

REQUEST FOR EXTENSION OF PROTECTION
PROCESSED
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Registration

Status:
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Notification of
Designation Date:

Aug. 01, 2019 Date of Automatic
Protection:

Jul. 09, 2021

International
Registration

Renewal Date:

May 08, 2029

First Refusal Flag: Yes

TM Staff and Location Information

TM Staff Information

TM Attorney: GAGLIARDI, JEANINE Law Office
Assigned:

LAW OFFICE 120

File Location

Current Location: TMO LAW OFFICE 120 - EXAMINING
ATTORNEY ASSIGNED

Date in Location: Aug. 16, 2019



United States Patent and Trademark Office (USPTO)
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NONFINAL OFFICE ACTION

 

International Registration No. 1480354

 

Notice of Provisional Full Refusal

 

Deadline for responding.  The USPTO must receive applicant’s response within six months of the “date on which the notification was sent

to WIPO (mailing date)”  located on the WIPO cover letter, or the U.S. application will be abandoned.  To confirm the mailing date, go to the

USPTO’s Trademark Status and Document Retrieval (TSDR) database, select “US Serial, Registration, or Reference No.,” enter the U.S.

application serial number in the blank text box, and click on “Documents.”   The mailing date used to calculate the response deadline is the

“Create/Mail Date” of the “IB-1rst Refusal Note.”  

 

Respond to this Office action using the USPTO’s Trademark Electronic Application System (TEAS).   A link to the appropriate TEAS response

form appears at the end of this Office action.

 

Discussion of provisional full refusal.  This is a provisional full refusal of the request for extension of protection to the United States of the

international registration, known in the United States as a U.S. application based on Trademark Act Section 66(a).  See 15 U.S.C. §§1141f(a),

1141h(c). 

 

The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant must respond timely and completely to

the issues below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMEP §§711, 718.03.

 

Summary of Issues:

 

Section 2(d) refusal: likelihood of confusion with registered marks;

Amended identification of goods required (only as to the goods specified below); and



U.S.-licensed attorney required.

 

Section 2(d) Refusal: Likelihood of Confusion with Registered Marks

 

Registration of the applied-for mark is refused because of a likelihood of confusion with the marks in U.S. Registration Nos. 4678944 and

2705012.  Trademark Act Section 2(d), 15 U.S.C. §1052(d); see TMEP §§1207.01 et seq.  See the attached registrations.

 

Trademark Act Section 2(d) bars registration of an applied-for mark that is so similar to a registered mark that it is likely consumers would be

confused, mistaken, or deceived as to the commercial source of the goods of the parties.  See 15 U.S.C. §1052(d).  Likelihood of confusion is

determined on a case-by-case basis by applying the factors set forth in In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ

563, 567 (C.C.P.A. 1973) (called the “ du Pont factors”).   In re i.am.symbolic, llc, 866 F.3d 1315, 1322, 123 USPQ2d 1744, 1747 (Fed. Cir.

2017).  Only those factors that are “relevant and of record” need be considered.  M2 Software, Inc. v. M2 Commc’ns, Inc. , 450 F.3d 1378, 1382,

78 USPQ2d 1944, 1947 (Fed. Cir. 2006) (citing Shen Mfg. Co. v. Ritz Hotel Ltd., 393 F.3d 1238, 1241, 73 USPQ2d 1350, 1353 (Fed. Cir.

2004)). 

 

Although not all du Pont factors may be relevant, there are generally two key considerations in any likelihood of confusion analysis:  (1) the

similarities between the compared marks and (2) the relatedness of the compared goods.  See In re i.am.symbolic, llc, 866 F.3d at 1322, 123

USPQ2d at 1747 (quoting Herbko Int’l, Inc. v. Kappa Books, Inc. , 308 F.3d 1156, 1164-65, 64 USPQ2d 1375, 1380 (Fed. Cir. 2002)); TMEP

§1207.01.

 

Similarity of the Marks

 

The applied-for mark is DO NOT DISTURB.  The registered marks are DEUX NOT DISTURB (U.S. Registration No. 4678944) and DO NOT

DISTURB (U.S. Registration No. 2705012).

 

When comparing marks, “[t]he proper test is not a side-by-side comparison of the marks.”   Cai v. Diamond Hong, Inc., __ F.3d __, 127

USPQ2d 1797, 1801 (Fed. Cir. 2018) (quoting Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1368, 101 USPQ2d 1713, 1721

(Fed. Cir. 2012)); TMEP §1207.01(b).  Instead, marks are compared in their entireties for similarities in appearance, sound, connotation, and

commercial impression.  Stone Lion Capital Partners, LP v. Lion Capital LLP, 746 F.3d 1317, 1321, 110 USPQ2d 1157, 1160 (Fed. Cir. 2014)

(quoting Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee En 1772, 396 F.3d 1369, 1371, 73 USPQ2d 1689, 1691 (Fed. Cir.

2005)); TMEP §1207.01(b)-(b)(v).  “Similarity in any one of these elements may be sufficient to find the marks confusingly similar.”   In re Inn

at St. John’s, LLC , 126 USPQ2d 1742, 1746 (TTAB 2018) (citing In re Davia, 110 USPQ2d 1810, 1812 (TTAB 2014)); TMEP §1207.01(b).

 

In the present case, applicant’s mark and the mark in U.S. Registration No. 2705012 are identical in appearance, sound, and meaning, “and have

the potential to be used . . . in exactly the same manner.”   In re i.am.symbolic, llc, 116 USPQ2d 1406, 1411 (TTAB 2015), aff’d,  866 F.3d 1315,

123 USPQ2d 1744 (Fed. Cir. 2017).  Additionally, because they are identical, these marks are likely to engender the same connotation and

overall commercial impression when considered in connection with applicant’s and registrant’s respective goods.   Id.  Therefore, these marks

are confusingly similar. 

 

The applied-for mark is also confusingly similar to the mark in U.S. Registration No. 4678944.  In addition to conveying the same commercial

impression, the applied-for mark and this registered mark are phonetic equivalents.  Similarity in sound alone may be sufficient to support a

finding that the marks are confusingly similar.  In re White Swan Ltd., 8 USPQ2d 1534, 1535 (TTAB 1988); TMEP §1207.01(b)(iv).

 

These marks are also confusingly similar in appearance.  Marks may be confusingly similar in appearance where, as here, similar phrases appear

in the compared marks and create a similar overall commercial impression.  See Crocker Nat’l Bank v. Canadian Imperial Bank of Commerce ,

228 USPQ 689, 690-91 (TTAB 1986), aff’d sub nom. Canadian Imperial Bank of Commerce v. Wells Fargo Bank, Nat’l Ass’n , 811 F.2d 1490,

1495, 1 USPQ2d 1813, 1817 (Fed. Cir. 1987) (finding COMMCASH and COMMUNICASH confusingly similar); TMEP §1207.01(b)(ii)-(iii).

 

Relatedness of the Goods

 

Applicant seeks to register its mark for cosmetics, including aromatic oils and perfumery, and candles.  The registered marks are for “mittens and

booties for cosmetic purposes to be used with aromatherapy oils and scents” (U.S. Registration No. 2705012) and “Household deodorizer” (U.S.

Registration No. 4678944).

 

The compared goods need not be identical or even competitive to find a likelihood of confusion.  See On-line Careline Inc. v. Am. Online Inc.,

229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475 (Fed. Cir. 2000); TMEP §1207.01(a)(i).  They need only be “related in some manner and/or if the

circumstances surrounding their marketing are such that they could give rise to the mistaken belief that [the goods and/or services] emanate from

the same source.”   Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1369, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012) (quoting 7-

Eleven Inc. v. Wechsler, 83 USPQ2d 1715, 1724 (TTAB 2007)); TMEP §1207.01(a)(i).



 

For example, where evidence shows that the goods at issue have complementary uses, and thus are often used together or otherwise purchased by

the same purchasers for the same or related purposes, such goods have generally been found to be sufficiently related such that confusion would

be likely if they are marketed under the same or similar marks.  See Polo Fashions, Inc. v. La Loren, Inc., 224 USPQ 509, 511 (TTAB 1984)

(holding bath sponges and personal products, such as bath oil, soap, and body lotion, to be related because they are complementary goods that are

likely to be purchased and used together by the same purchasers).  In the present case, applicant’s goods have a purpose that is complementary to

the goods identified in U.S. Registration No. 2705012, and thus the parties’ goods are often used together or otherwise purchased by the same

purchasers for the same or related purposes.  See, Identification of Goods in Application; Identification of Goods in attached U.S. Registration

No. 2705012.  Thus, these goods are sufficiently related such that confusion would be likely if they are marketed under the same or similar

marks.

 

The applicant’s goods are also related to the goods identified in U.S. Registration No. 4678944.   The attached Internet evidence from

www.yankeecandle.com, www.bathandbodyworks.com, and www.glade.com, consisting of excerpts from websites of entities that produce goods

like applicant’s and registrant’s, establishes that the same entity commonly produces the relevant goods and markets them under the same mark

and the relevant goods are sold through the same trade channels and used by the same classes of consumers in the same fields of use.  Thus,

applicant’s and registrant’s goods are considered related for likelihood of confusion purposes.   See, e.g., In re Davey Prods. Pty Ltd., 92

USPQ2d 1198, 1202-04 (TTAB 2009). 

 

Although applicant’s mark has been refused registration, applicant may respond to the refusal by submitting evidence and arguments in support

of registration.  Applicant must also respond to the requirements set forth below.

 

Amended Identification of Goods Required

 

The stated requirement refers only to the goods specified below and does not bar registration for the other goods identified in the application. 

 

The classification and identification of goods in the application are:

 

Class 003:       Amber [perfume]; aromatics [essential oils]; air fragrancing preparations; cake flavorings [essential oils]; flavorings for

beverages [essential oils]; food flavorings [essential oils]; breath freshening sprays; balms, other than for medical

purposes; lip glosses; sachets for perfuming linen; scented water; Javelle water; lavender water; toilet water; depilatory

wax; mustache wax; massage gels, other than for medical purposes; heliotropine; make-up; deodorants for pets;

deodorants for human beings or for animals; depilatory preparations; air fragrance reed diffusers; scented wood; perfumes;

perfumery; decorative transfers for cosmetic purposes; ionone [perfumery]; eyebrow pencils; cosmetic pencils; adhesives

for affixing false eyelashes; adhesives for affixing false hair; hair conditioners; beard dyes; cosmetic dyes; cosmetic

creams; skin whitening creams; incense; hair spray; nail polish; hair lotions; lotions for cosmetic purposes; after-shave

lotions; beauty masks; oils for perfumes and scents; oils for cosmetic purposes; oils for toilet purposes; essential oils;

essential oils of cedarwood; essential oils of lemon; essential oils of citron; oils for cleaning purposes; bergamot oil;

gaultheria oil; jasmine oil; lavender oil; almond oil; rose oil; almond milk for cosmetic purposes; cleansing milk for toilet

purposes; musk [perfumery]; deodorant soap; shaving soap; soap for brightening textile; cakes of toilet soap; antiperspirant

soap; soap for foot perspiration; soap; almond soap; mint for perfumery; cosmetic kits; eau de Cologne; bases for flower

perfumes; joss sticks; dentifrices; lipstick cases; breath freshening strips; teeth whitening strips; lipsticks; pomades for

cosmetic purposes; shaving preparations; cosmetic preparations for baths; bath preparations, not for medical purposes; hair

straightening preparations; hair waving preparations; color-removing preparations; leather bleaching preparations;

mouthwashes, not for medical purposes; cosmetic preparations for slimming purposes; make-up removing preparations;

nail care preparations; collagen preparations for cosmetic purposes; aloe vera preparations for cosmetic purposes;

sunscreen preparations; breath freshening preparations for personal hygiene; make-up powder; nail varnish removers;

vaginal washes for personal sanitary or deodorant purposes; tissues impregnated with cosmetic lotions; tissues

impregnated with make-up removing preparations; massage candles for cosmetic purposes; potpourris [fragrances]; bath

salts, not for medical purposes; fumigation preparations [perfumes]; astringents for cosmetic purposes; eyebrow

cosmetics; make-up preparations; sun-tanning preparations [cosmetics]; hair dyes; neutralizers for permanent waving;

cosmetic preparations for eyelashes; cosmetic preparations for skin care; cosmetics; cosmetics for children; cosmetics for

animals; mascara; cleansers for intimate personal hygiene purposes, non medicated; douching preparations for personal

sanitary or deodorant purposes [toiletries]; bleaching preparations [decolorants] for cosmetic purposes; antiperspirants

[toiletries]; toiletry preparations; phytocosmetic preparations; talcum powder, for toilet use; terpenes [essential oils]; henna

[cosmetic dye]; shampoos for animals [non-medicated grooming preparations]; shampoos for pets [non-medicated

grooming preparations]; dry shampoos; shampoos; herbal extracts for cosmetic purposes; extracts of flowers [perfumes];

ethereal essences; badian essence; mint essence [essential oil].

 

            Class 004:       Nightlights [candles]; perfumed candles; Christmas tree candles; candles.

 



The wording that is underlined in the identification of goods, above, is indefinite and must be clarified.  See 37 C.F.R. §2.32(a)(6); TMEP

§1402.01.  For example, the identification must specify the common commercial or generic name of each of the goods, or, if the goods have no

common commercial or generic name, applicant must describe the product, its main purpose, and its intended uses.  See id. 

 

In addition, the wording contains brackets.  Generally, applicants should not use parentheses and brackets in identifications in their applications

so as to avoid confusion with the USPTO’s practice of using parentheses and brackets in registrations to indicate goods and/or services that have

been deleted from registrations or in an affidavit of incontestability to indicate goods and/or services not claimed.  See TMEP §1402.12.  The

only exception is that parenthetical information is permitted in identifications in an application if it serves to explain or translate the matter

immediately preceding the parenthetical phrase in such a way that it does not affect the clarity or scope of the identification.  Id.  Therefore,

applicant must remove the brackets from the identification and incorporate any bracketed information into the description of the goods.

 

Applicant may adopt any or all of the following identification, if accurate.  In the following, proposed amendments are in bold.

 

Class 003:       Amber in the nature of perfume; aromatics in the nature of essential oils; air fragrancing preparations; cake flavorings in

the nature of essential oils; flavorings for beverages in the nature of essential oils; food flavorings in the nature of

essential oils; breath freshening sprays; cosmetics, namely, balms other than for medical purposes; lip glosses; sachets for

perfuming linen; perfume, namely, scented water; cleaning preparations, namely, Javelle water; lavender water; toilet

water; depilatory wax; mustache wax; massage gels, other than for medical purposes; perfume, namely, heliotropine;

make-up; deodorants for pets; deodorants for human beings or for animals; depilatory preparations; air fragrance reed

diffusers; scented wood; perfumes; perfumery; decorative transfers for cosmetic purposes; ionone in the nature of

perfumery; eyebrow pencils; cosmetic pencils; adhesives for affixing false eyelashes; adhesives for affixing false hair; hair

conditioners; beard dyes; cosmetic, namely, dyes; cosmetic creams; skin whitening creams; incense; hair spray; nail

polish; hair lotions; lotions for cosmetic purposes; after-shave lotions; beauty masks; oils for perfumes and scents; oils for

cosmetic purposes; essential oils for toilet purposes; essential oils; essential oils of cedarwood; essential oils of lemon;

essential oils of citron; oils for cleaning purposes; bergamot oil; gaultheria oil; essential oil, namely, jasmine oil; lavender

oil; essential oil, namely, almond oil; essential oil, namely, rose oil; almond milk for cosmetic purposes; cleansing milk

for toilet purposes; musk in the nature of perfumery; deodorant soap; shaving soap; soap for brightening textile; cakes of

toilet soap; antiperspirant soap; soap for foot perspiration; soap; almond soap; mint for perfumery; cosmetic kits in the

nature of make-up kits comprised of lipstick, blush, and eye makeup; eau de Cologne; perfumery in the nature of

bases for flower perfumes; joss sticks; dentifrices; lipstick cases; breath freshening strips; teeth whitening strips; lipsticks;

pomades for cosmetic purposes; shaving preparations; cosmetic preparations for baths; bath preparations, not for medical

purposes; hair straightening preparations; hair waving preparations; color-removing preparations in the nature of

bleaching preparations for household use; leather bleaching preparations for household use; mouthwashes, not for

medical purposes; cosmetic preparations for slimming purposes; make-up removing preparations; nail care preparations;

collagen preparations for cosmetic purposes; aloe vera preparations for cosmetic purposes; sunscreen preparations; breath

freshening preparations for personal hygiene; make-up powder; nail varnish removers; vaginal washes for personal

sanitary or deodorant purposes; tissues impregnated with cosmetic lotions; tissues impregnated with make-up removing

preparations; massage candles for cosmetic purposes; potpourris in the nature of fragrances; bath salts, not for medical

purposes; fumigation preparations, namely, perfumes; astringents for cosmetic purposes; eyebrow cosmetics; make-up

preparations; sun-tanning preparations in the nature of cosmetics; hair dyes; permanent wave preparations, namely,

neutralizers for permanent waving; cosmetic preparations for eyelashes; cosmetic preparations for skin care; cosmetics;

cosmetics for children; cosmetics for animals; mascara; cleansers for intimate personal hygiene purposes, non medicated;

toiletries in the nature of douching preparations for personal sanitary or deodorant purposes; bleaching preparations in

the nature of decolorants for cosmetic purposes, namely, hair and nail decolorants; toiletries in the nature of

antiperspirants; non-medicated toiletry preparations; phytocosmetic preparations; talcum powder, for toilet use; terpenes

in the nature of essential oils; henna dye for cosmetic purposes; shampoos for animals, namely, non-medicated

grooming preparations; shampoos for pets, namely, non-medicated grooming preparations; dry shampoos; shampoos;

topical herbal extracts for cosmetic purposes; extracts of flowers in the nature of perfumes; ethereal essences; badian

essence in the nature of essential oil; mint essence in the nature of essential oil

 

            Class 004:       Candles in the nature of nightlights; perfumed candles; Christmas tree candles; candles.

 

For assistance with identifying and classifying goods in trademark applications, please see the USPTO’s online searchable U.S. Acceptable

Identification of Goods and Services Manual.  See TMEP §1402.04.

 

Applicant’s goods may be clarified or limited, but may not be expanded beyond those originally itemized in the application or as acceptably

narrowed.  See 37 C.F.R. §2.71(a); TMEP §§1402.06, 1904.02(c)(iv).  Applicant may clarify or limit the identification by inserting qualifying

language or deleting items to result in a more specific identification; however, applicant may not substitute different goods or add goods not

found or encompassed by those in the original application or as acceptably narrowed.  See TMEP §1402.06(a)-(b).  The scope of the goods sets

the outer limit for any changes to the identification and is generally determined by the ordinary meaning of the wording in the identification.  



TMEP §§1402.06(b), 1402.07(a)-(b).  Any acceptable changes to the goods will further limit scope, and once goods are deleted, they are not

permitted to be reinserted.  TMEP §1402.07(e).  Additionally, for applications filed under Trademark Act Section 66(a), the scope of the

identification for purposes of permissible amendments is limited by the international class assigned by the International Bureau of the World

Intellectual Property Organization (International Bureau); and the classification of goods may not be changed from that assigned by the

International Bureau.  37 C.F.R. §2.85(d); TMEP §§1401.03(d), 1904.02(b).  Further, in a multiple-class Section 66(a) application, classes may

not be added or goods transferred from one existing class to another.  37 C.F.R. §2.85(d); TMEP §1401.03(d).

 

In addition to amending the identification, applicant may respond to the stated requirement by doing one of the following:

 

(1)  Deleting the goods to which the requirement pertains; or

 

(2)  Filing a request to divide out the goods that have not been refused registration, so that the mark may proceed toward publication for

opposition for those goods to which the requirement does not pertain.  See 37 C.F.R. §2.87.  See generally TMEP §§1110 et seq.

(regarding the requirements for filing a request to divide).  If applicant files a request to divide, then to avoid abandonment, applicant

must also file a timely response to this Office action.  37 C.F.R. §2.87(e).

 

Applicant must also respond to the following requirement.

 

U.S.-Licensed Attorney Required

 

The application record indicates that applicant’s domicile is outside of the United States in Switzerland, but no attorney who is an active member

in good standing of the bar of the highest court of a U.S. State or territory has been appointed to represent the applicant in this matter.  All

applicants whose permanent legal residence or principal place of business is not within the United States or its territories must be represented by

a U.S.-licensed attorney at the USPTO.  37 C.F.R. §§2.2(o), 2.11(a).  Thus, applicant is required to be represented by a U.S.-licensed attorney

and must appoint one.  37 C.F.R. §2.11(a).  This application will not proceed to registration without such appointment and representation.  See

id.  See Hiring a U.S.-licensed trademark attorney for more information.

 

To appoint an attorney, applicant should (1) submit a completed Trademark Electronic Application System (TEAS) Revocation, Appointment,

and/or Change of Address of Attorney/Domestic Representative form and (2) promptly notify the trademark examining attorney that this TEAS

form was submitted.  Alternatively, if applicant has already retained an attorney, the attorney can respond to this Office action by using the

appropriate TEAS response form and provide his or her attorney information in the form and sign it as applicant’s attorney.   See 37 C.F.R.

§2.17(b)(1)(ii).

 

Response to Office Action Required to Avoid Abandonment

 

For this application to proceed further, applicant must explicitly address each refusal and requirement in this Office action.  For a refusal,

applicant may provide written arguments and evidence against the refusal, and may have other response options if specified above.  For a

requirement, applicant should set forth the changes or statements.  Please see “ Responding to Office Actions” and the informational video

“Response to Office Action ” for more information and tips on responding.

 

Click to file a response to this nonfinal Office action  

 

 

/Jeanine Gagliardi/

Examining Attorney

Law Office 120

571-272-3177

jeanine.gagliardi@uspto.gov

 

 

RESPONSE GUIDANCE

Missing the response deadline to this letter will cause the application to abandon.  A response or notice of appeal must be received by

the USPTO before midnight Eastern Time of the last day of the response period.  TEAS and ESTTA maintenance or unforeseen

circumstances could affect an applicant’s ability to timely respond.  

 

Responses signed by an unauthorized party are not accepted and can cause the application to abandon.  If applicant has an attorney,

the response must be signed by the attorney.



 

If needed, find contact information for the supervisor of the office or unit listed in the signature block.

 









































































 
 
 

EXHIBIT B 



3/4/2020 GEORGIA

https://ecorp.sos.ga.gov/BusinessSearch/BusinessInformation?businessId=11452&businessType=Domestic Profit Corporation&fromSearch=True 1/1

BUSINESS SEARCH

GEORGIA
CORPORATIONS
DIVISION

GEORGIA SECRETARY OF STATE

BRAD RAFFENSPERGER

HOME (/)  

BUSINESS INFORMATION

Business Name: DO NOT DISTURB, INC. Control Number: 0011452

Business Type: Domestic Profit
Corporation Business Status: Admin. Dissolved

Business Purpose: NONE  

Principal Office Address:
530 STAGHORN COURT,
ALPHARETTA, GA,
30004, USA

Date of Formation /
Registration Date: 3/6/2000

State of Formation: Georgia Last Annual Registration
Year: 2013

Dissolved Date: 05/30/2010

REGISTERED AGENT INFORMATION

Registered Agent Name: MARY GEOGHAGAN

Physical Address: 530 STAGHORN COURT, ALPHARETTA, GA, 30004, USA

County: Fulton

OFFICER INFORMATION

Name Title Business Address

MARY GEOGHAGAN CEO 5665 ATLANTA HWY 103-360, ALPHARETTA, GA, 30004, USA

MARY GEOGHAGAN CFO 5665 ATLANTA HWY 103-360, ALPHARETTA, GA, 30004, USA

MARY GEOGHAGAN Secretary 5665 ATLANTA HWY 103-360, ALPHARETTA, GA, 30004, USA

Back
Filing History  Name History

Return to Business Search

Report a Problem?

Office of the Georgia Secretary of State Attn: 2 MLK, Jr. Dr. Suite 313, Floyd West Tower Atlanta, GA 30334-1530,
Phone: (404) 656-2817 Toll-free: (844) 753-7825, WEBSITE: https://sos.ga.gov/ 

© 2015 PCC Technology Group. All Rights Reserved. Version 6.1.3

https://ecorp.sos.ga.gov/
javascript:void(0);




 
 
 

EXHIBIT C 



3/4/2020 GEORGIA

https://ecorp.sos.ga.gov/BusinessSearch/BusinessInformation?businessId=11452&businessType=Domestic Profit Corporation&fromSearch=True 1/1

BUSINESS SEARCH

GEORGIA
CORPORATIONS
DIVISION

GEORGIA SECRETARY OF STATE

BRAD RAFFENSPERGER

HOME (/)  

BUSINESS INFORMATION

Business Name: DO NOT DISTURB, INC. Control Number: 0011452

Business Type: Domestic Profit
Corporation Business Status: Admin. Dissolved

Business Purpose: NONE  

Principal Office Address:
530 STAGHORN COURT,
ALPHARETTA, GA,
30004, USA

Date of Formation /
Registration Date: 3/6/2000

State of Formation: Georgia Last Annual Registration
Year: 2013

Dissolved Date: 05/30/2010

REGISTERED AGENT INFORMATION

Registered Agent Name: MARY GEOGHAGAN

Physical Address: 530 STAGHORN COURT, ALPHARETTA, GA, 30004, USA

County: Fulton

OFFICER INFORMATION

Name Title Business Address

MARY GEOGHAGAN CEO 5665 ATLANTA HWY 103-360, ALPHARETTA, GA, 30004, USA

MARY GEOGHAGAN CFO 5665 ATLANTA HWY 103-360, ALPHARETTA, GA, 30004, USA

MARY GEOGHAGAN Secretary 5665 ATLANTA HWY 103-360, ALPHARETTA, GA, 30004, USA

Back
Filing History  Name History

Return to Business Search

Report a Problem?

Office of the Georgia Secretary of State Attn: 2 MLK, Jr. Dr. Suite 313, Floyd West Tower Atlanta, GA 30334-1530,
Phone: (404) 656-2817 Toll-free: (844) 753-7825, WEBSITE: https://sos.ga.gov/ 

© 2015 PCC Technology Group. All Rights Reserved. Version 6.1.3

https://ecorp.sos.ga.gov/
javascript:void(0);






 
 
 

EXHIBIT D 



3/4/2020 dodisturb.com is for sale

www.dodisturb.com 1/1

home register transfer hosting marketplace pricing API why us? support

My Cart | Log In  | Create New Account  | Manage My Domains

Domain Name: dodisturb.com
Price: $1,989

Payment Plan: Payment plan available 
Get the domain immediately after down-payment

Congratulations!
dodisturb.com is available for sale!

Use our secure system to purchase dodisturb.com
What is a premium domain?
A premium domain is a domain that is
already owned by someone else.
Premium domains are more valuable
than unregistered domains for a number
of reasons including the age of the
domain, popularity of keyword(s) in the
domain and appeal to specific buyers.

How can I buy this domain?
If the domain has a price listed, that
means it is available for sale. Simply
click the "Buy Now" button on this page
to begin the process. If there is no price
listed, that means the domain is for sale
via either an auction or an offer/counter-
offer sale. You can bid/offer to buy this
domain using the "More Info" button.

How soon will I get the domain?
You will receive the domain in your
account immediately upon issuing
payment.

Are there any other costs?
Once you purchase the domain, the
only other cost is for annual renewal of
the domain. You can choose to leave
your domain at NameSilo and enjoy our
extremely competitive pricing, or you
can transfer to the registrar of your
choice any time after 60 days from
purchase.

What payment methods are
offered?
If the sale price is under $5,000 then
you can pay via credit/debit card,
PayPal, AliPay, Skrill or Dwolla. You can
also pay using a NameSilo account
funds balance which can be funded with
the methods above as well as Bitcoin or
wire transfer.

If the sale price is $5,000 or more, then
we require a wire transfer to be sent
within 7 days of ordering the domain.

© 2009 - 2020 NameSilo, LLC 
All Rights Reserved
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EXHIBIT E 



 

Mark Information

Mark Literal
Elements:

DO NOT DISTURB

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Related Properties Information

Claimed Ownership
of US

Registrations:

2705012

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: All purpose cotton swabs for personal use, essential oils for personal use, personal deodorants, sachets, body creams, body oils, body
lotions, body exfoliates, massage oils, bath gels, bath soap bars, bath salts and body powder

International
Class(es):

003 - Primary Class U.S Class(es): 001, 004, 006, 050, 051, 052

Class Status: SECTION 8 - CANCELLED

Basis: 1(a)

First Use: Jan. 07, 2003 Use in Commerce: Jan. 07, 2003

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes

Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Generated on: This page was generated by TSDR on 2020-03-04 12:27:58 EST

Mark: DO NOT DISTURB

US Serial Number: 78408679 Application Filing
Date:

Apr. 27, 2004

US Registration
Number:

3037630 Registration Date: Jan. 03, 2006

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

DEAD/REGISTRATION/Cancelled/Invalidated

The trademark application was registered, but subsequently it was cancelled
or invalidated and removed from the registry.

Status: Registration cancelled because registrant did not file an acceptable declaration under Section 8. To view all documents in this file, click
on the Trademark Document Retrieval link at the top of this page.

Status Date: Aug. 05, 2016

Publication Date: Oct. 11, 2005

Date Cancelled: Aug. 05, 2016



Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: Do Not Disturb, Inc.

Owner Address: Suite 103-360
5665 Atlanta Highway
Alpharetta, GEORGIA UNITED STATES 30004

Legal Entity Type: CORPORATION State or Country
Where Organized:

GEORGIA

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Stephen M. Dorvee, Esq. Docket Number: 19188.1

Correspondent

Correspondent
Name/Address:

Stephen M. Dorvee, Esq.
ARNALL GOLDEN GREGORY LLP
SUITE 2100
171 17TH STREET
ATLANTA, GEORGIA UNITED STATES 30363

Phone: 404.873.8500 Fax: 404.873.8501

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Aug. 05, 2016 CANCELLED SEC. 8 (10-YR)/EXPIRED SECTION 9

Mar. 14, 2011 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 67723

Mar. 14, 2011 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 67723

Feb. 23, 2011 TEAS SECTION 8 & 15 RECEIVED

Jan. 03, 2006 REGISTERED-PRINCIPAL REGISTER

Oct. 11, 2005 PUBLISHED FOR OPPOSITION

Sep. 21, 2005 NOTICE OF PUBLICATION

Jun. 26, 2005 LAW OFFICE PUBLICATION REVIEW COMPLETED 78287

Jun. 24, 2005 ASSIGNED TO LIE 78287

Jun. 15, 2005 APPROVED FOR PUB - PRINCIPAL REGISTER

Jun. 06, 2005 TEAS/EMAIL CORRESPONDENCE ENTERED 77975

May 24, 2005 CORRESPONDENCE RECEIVED IN LAW OFFICE 77975

May 24, 2005 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Dec. 22, 2004 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Nov. 26, 2004 EXAMINER'S AMENDMENT AND/OR PRIORITY ACTION MAILED

Nov. 24, 2004 EXAMINERS AMENDMENT AND/OR PRIORITY ACTION - COMPLETED 78196

Nov. 22, 2004 ASSIGNED TO EXAMINER 78196

May 05, 2004 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMO LAW OFFICE 113 Date in Location: Mar. 14, 2011




